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DETAILED ACTION 

Claim Rejections - 35 USC §112 

1 . Claims 7 and 1 0 provide for the use of a radiation-curable resin and (A) a 
compound including a phosphite group and a phenolic hydroxyl group, respectively; but, 
since the claim does not set forth any steps involved in the method/process, it is unclear 
what method/process applicant is intending to encompass. A claim is indefinite where it 
merely recites a use without any active, positive steps delimiting how this use is actually 
practiced. 

Claims 7 and 10 are rejected under 35 U.S.C. 101 because the claimed recitation 
of a use, without setting forth any steps involved in the process, results in an improper 
definition of a process, i.e., results in a claim which is not a proper process claim under 
35 U.S.C. 101 . See for example Ex parte Dunki, 153 USPQ 678 (Bd.App. 1967) and 
Clinical Products, Ltd. v. Brenner, 255 F. Supp. 131, 149 USPQ 475 (D.D.C. 1966). 



Claim Rejections - 35 USC § 102 

2. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 
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3. Claims 1-3 are rejected under 35 U.S.C. 102 (e) as being anticipated by Wu et al. 
(U.S. Patent No. 6759461). 

4. Regarding claims 1 , 2, and 3; Wu et al. discloses a phenolic compound, including 
a phosphite group and a phenolic hydroxyl group, of the following formula (I): 



(col 1 , line 53; clm1) 

5. Wu et al. also discloses a polymer composition comprising a polymer and 0.01- 
5% of the phenolic phosphite compound having a formula (I) as an antioxidant, based 
on the weight of the polymer (col2, Iine28). The composition and range as disclosed by 
Wu et al. is identical to formula (3) of the instant application and the range provided by 
the prior art significantly overlaps the range required by the applicant. 

Claim Rejections - 35 USC § 103 

6. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 




Wherein Q is 



— o 




(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
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invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

7. Claims 2-4, 8, and 9 are rejected under 35 U.S.C. 103(a) as being unpatentable 
overShustack (U.S. Patent No. 5146531), and further in view of Wu et al. (U.S. Patent 
No. 6759461). 

8. Regarding claims 4-6, Shustack teaches an ultraviolet radiation-curable primary 
and secondary coating composition for optical fibers (abs), wherein the primary coating 
composition of the patented invention comprises: (A) 20-80% by weight of the total 
composition of a urethane acrylate system (col7, linel ), (B) 5-50% by weight of the total 
composition of an alkyl acrylate or (meth)acrylate-based monomer (col9, Iine8), and 
optionally (C) 0.1-3% by weight of the total composition of a stabilizer such as organic 
phosphites, hindered phenols, mixtures thereof, and the like (col12,line42). 

9. Regarding claims 8 and 9, Shustack discloses a process for preparing a coated 
optical fiber, wherein the process comprises: (i) applying to an optical glass fiber a 
primary coating layer, (ii) applying atop said primary coating layer a secondary coating 
layer, and (iii) radiation-curing in situ said primary and secondary coating layers (col16, 
linel). Shustack fails to teach a specified stabilizer, such as organic surfactants, 
hindered phenols, or mixtures thereof. 

1 0. The disclosure of Wu et al. is adequately set forth in paragraphs 4-5 and is 
incorporated herein by the reference. Wu et al. fails to teach a radiation curable resin 
composition and the process of using that composition in an optical fiber dual coating 
system. 
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1 1 . Hindered phenols, used as long-term stabilizers, are the most favored type of 
primary antioxidants for thermoplastics, while organic phosphites are used as efficient 
processing stabilizers for polyolefin protection on a wide commercial scale. The 
combination of hindered phenols with organophosphites has been widely used by the 
polymer industry to provide a powerful synergism for the protection of polymers (coM, 
linel 8). In light of such benefit, it would have been obvious to take the ultraviolet 
radiation-curable optical fiber dual coating system as taught by Shustack, in 
combination with the phenolic phosphite compound as taught by Wu et al., and thereby 
arrive at the claims of the instant application. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Jessica Paul whose telephone number is (571)270- 
5453. The examiner can normally be reached on Monday thru Friday 7:30a - 5:00p; 
alternate Fridays off. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Larry Tarazano can be reached on 571-272-1515. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Ling-Siu Choi/ Jessica Paul 

Primary Examiner, Art Unit 1796 Examiner 

Art Unit 4171 

/J MP/ 



